Serial No. 10/552,548 

Response to Restriction Requirement 

STATUS OF CLAIMS 

Claims 1 - 10 are pending. 

Claims 1 - 10 are subject to restriction requirement. 
REMARKS 

Restriction Requirement 

Restriction has been required pursuant to 35 U.S.C. § 121, between 
Group I Claims 1-9, drawn to a semiconductor material made from powders, and 
Group II Claim 10, drawn to an aggregate exhibiting energy gaps of a different 
value. The Office Action alleges that the inventions listed as Group 1 and Group 
II do not relate to a single general inventive concept under PCT Rule 13.1 
because, under PCT Rule 13.2, they lack the same or corresponding special 
technical features for the following reasons: Group I fails to disclose the special 
technical feature of forming an aggregate exhibiting energy gaps of a different 
value. 

In response to the present Office action, and pursuant to the phone 
conversation between Examiner Smith and Edward J. Howard on September 
15, 2009, Applicant provisionally elects Group I (Claims 1-9), for prosecution on 
the merits without prejudice and with traverse . 
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Serial No- 10/552,54S 

Response to Restriction Requirement 

Applicant respectfully traverses the restriction requirement as improper for 
the following reasons and requests it be withdrawn. The present application is 
an application filed under the Patent Cooperation Treaty. It appears the 
Examiner has considered the unity of invention based on the principles of United 
States Patent Law and not the principles of the PCT, and should not have 
contested ttie unity of the claims of the pa^sent patent application which comply 
with PCT requirements. Article 3 {4) (iii) of the Patent Cooperation Treaty (PCT) 
(Exhibit A), states that the "international application shall comply with the 
prescribed requirement of unity of invention", such compliance being checlced by 
the International Searching Authority (See Article 17-3 (a)) (Exhibit B). 

In the present case, the unity of the present application was not contested 
during the international phase by the Internationa! Examiner. The administrative 
instnjctions under the Patent Cooperation Treaty specifies In Section 206 (Exhibit 
C) that "the determination by the International Searching Authority, the 
International Preliminary Examining Authority, and the des^nated and elected 
Offices whether an international application complies with the requirement of 
unity of invention under Rule 13 (Exhibit D) shall be made in accordance with 
Annex B". Annex B (Exhibit E) specifies, in point (e) that "the method for 
determining unity of invention under Rule 13.2 shall be construed as pemiitting. 
In particular, the inclusion of any one of the following combinations of claims of 
different categories in the same international application. " 
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Serial No. 10/552,548 

Response to Restricdon Reqiairement 

13,2 Circumstances in Wliich the Requirement of Unity of Invention is to 
Be Considered Fulfilled 

Where a group of inventions is claimed in one and the same 
international application, the requirement of unity of invention referred to in 
Rule 13.1 shall be fulfilled only when there is a technical relationship 
among those inventions involving one or more of the same or 
con-esponding special technical features. The expression "speaal 
technical features" shall mean those technical features that define a 
conlribufion which each of the claimed invention, considered as a whole, 
mal<es ov&r the prior art. 

Furthermore, Article 27 (1) (Exhibit F) states that 'no national law shall require 
compliance with requirements relating to the form or contents of the international 
application different from or additionai to those which are provided for in this 
Treaty and the Regulations". This point is emphasized by iJie PCT Applicant's 
Guide, Volume 1 - Internatioral Phase, point 138 (Exhibit G) that specifies Uiat 
"an international application which complies with the unity of invention 
requirements laid down in Rule 13 must be accepted by all the designed and 
elected Offices, since Article 27(1) does not allow any national law ( as defined in 
Article 2(x)) to require compliance with requirements relating to the contents of 
the International application different from or addiOonal, to those provided for in 
the per. 

in view of the foregoing, Applicant respectfiilly submits that the present 
restriction under 35 USC 121 and 35 USC 372 is improper; reconsideratior and 
withdrawal of this restriction requirement is requested. 
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Serial No. 10/552,548 

Response to Restriction Requirement 

CONCLUSION 

Applicant believes he has addressed all outstanding grounds raised by 
the Examiner and respectfully submits the present case is in condition for 
allowance, early notification of which is earnestly solicited. 

* Should there be any questions or outstanding matters, the Examiner is 
cordially invited and requested to contact Applicant's undersigned attorney at 
his number listed below. 

Respectfully submitted. 



/Edward. J. Howard/ 
Edward J. Howard 
Registration No. 42,670 
Howard IP Law Group, PC 
Post Office Box 226 
Fort Washington, PA 19034 
Tel: (215)542-5824 
Fax; (215)542-5825 

Dated: September 18, 2 009 
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EXHIBIT A 





WiPO 



IMTERi*^ATfONAL TREATIES 

Patent Cooperation Tmaty 



CHAPTER ( 

iNTEIWATiaMAL APPLICATJON fiHD INTERNATIONAL ^ARCH 

Ths fattemafiwiaa AppKcBtitu] 

<1 } AppgcatiofiE for fte proSecaon of inventions in any of t!» ConiracSng SSeIss may befilsci as irrtemaliors! appfcatiORS 
under tSiisTreatjr. 

(2) An Intffiuaaonal appfcaSoi? ^! ojntain, as specified m this Traai? and the Re^l^ctis, a requesi. a desoipason, 
me or mate eialms, ona or more drawings (wherB reqsriEiedX and an ^ract 

f3) The sDstraet mat^j ss-v^ 8ie purpose of tecJaiica! irrformatbn and cannot be taken irrtc sccourt for ear other 
" purpose, partldilait!/ not for the purpose of irtefprel!!^ the scope of Hie protecfeon sought. 

(4) The internationa! appSication shaa: 
(i) be in a praseribad lan^age; 
(i!) comply wl^ 8w prescribed physical reqiiirarrteras 
(Hi) comply wfsn the prescri(>edrequlrsmsnt of unity of in\«ntlor5; 
(iv-> be subject to ths payinent of tha pmsa'b&S fees. 



« » 
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EXHIBIT B 




WiPO 



Watat* C!>c^Ktaiion Visiiy Legal T^xss Treaty 

Intsrnaf lonal Treaties 

Patent Cooperation Trea^ 

Arttdair 

ProcaduiB BsfsHB »ta tntemafionai Searchins AuSioriJy 
(11 Pmcedor^ before (he intematianal Seafching Aufho% shall be governed by the prowsiOfe 
ReguMtons, and me agreemenl whicti the intematfariBl Bureau shaB (»^ 

RegiitaLions, with the said Authority. 

(2) ia} If the [riternatlofialSearci^mg Authcrttyconeiclem 

m ttiat the sitematfonal application relates io a aiibjec? rmttsr wJikJi me IntemaBona! Sear^fng Aiflttoray is not 
' requirad ufKJar ths Reguladons, to sssreh. and in me particuiar case decides not *d seafoft, or 
(ii; that tiie descrif^ion. the ctaims, or 8ie dravwi^s, feif to compV with the pfBsaifaed requirements Jo sutii an 

extent tha! a meaningful sesiEch could not be oarried oat, ^ 

the said Authoriiy shaSl so de«ara and shal! notify the applicant and the inlerra*«tal Suirau mat no iRiernaBona.searon 
report will be established. . . 

{bt if any of thg situations refen-ed to in submiim^SlSlis found to wdst in ooniwtfion with catan cteims 
intemstioiiai searctj raporl sha!! so indicatE in resjwct cf such laalms, wri«aas,ft>ra» oBier daSms. tha said report shall 
bs estabiishsd as provided in ArtidelS . 

(3) (a) If the liTtemsHonal Searching AuBiwtty ccn^ders that 1fi8 intemat]o^^a^ appSsatfcn does not wmp^*™> ™^ 
reou iremenf of urjiiy of ifjvention as set forth in the Regulafcns, It sha!! Invits the appBcant to pay adottione raas. Tne 
intefTjattonai Searcfiirig Aidhority shall establish flis international seardi report on ttiose parts of the intematlooBJ 
appiicaiion which refete to the invenaon first mentlDiiBd in the daims Cmain 'Br«rtion') and, provMed tteraquJiWS _ 
additional fses iiava been paW within flie prescKhed tirrse lirrfl;, on eftose parts c^tha jntematiooai appBcsHDn wttioi raate 
to inventions in sssoeci of wtiscii the said fees vtem paid. 

(b) ThB natbn'al law of any deslgrsated Statts fnay provide thai, where the natiwtal Oflica of iii^ Sfelte nn^'hs 
irfvitatici raterrsd tc in ^m^s-mv^iii Ci'l the international Searching Authori^ justifi«J and where theappfcant has irrat 
paid ail additissiai fees ffsoss parte of'tfie Intsmationa! appMisfion Wttich oonsaqueiaiy haw ne* t>een ssfflchM shaB, as 
fBtssi effeols in that Siate ats corjcemed , be c»nsid«ed wfthdiBwn unless a spedal fee is paid by «ie applicant to fta 
naUonal Ofllcs of that State, 
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Section 206 
Unity af iDvention 

The defemunation by the liitematioQal Seajrching Authority, Uie latematioDal Preliminary 
Examining Auttiority and the designated and elected OfEces whedis an intemflttottal ^plication 
coinplies with the iBquiiement of imily of invsirtion xmdfir Role 13 shafl be made in accmdaace willi 
Annex B. 

Section 207 

ArrangemeBt of Elements and Nomberii]^ of Sheets of the International Application 

(a) In effecting ite sequential nombcdng of flie sheets of Hie international ^pHcation in 
accordance widi Rule 11.7, the elements of flie interoatiOBal qtpJication shall be placed m the 
foEowing orden the request, the descriptiMi (other than any sequence listing part thereof), the elaims, 
the abstract, the drawings, the sequence listing part of the description (where ^plicable). 

(b) The sequential nnn*ering of tiie sheets shall be effected by using the following separate 
s@d6S of numbering: 

(j) the jBist series applying to the request only and commencing with i3ns ftet she^ of the 

request, 

(ii) the second series cammencing widi the first dicet of the description (other tiian any 
sequence listing part thereof) amd continuing through the claims until the last sheet of the abstract, 

(iii) if applicable, a ftrther series applying to the sheets of Jhe drawings only and 
oonanencing with the first sheet of the drawings; fee numbff of each sheet of tiie drawii^ diall 
consist of two Arabic numerals separated by a slant, the first being the sheet nuaiber and «he second 
being fte total number of sheets of drawings <fer exanqile, IB, 2/3, 3/3X and 

(iv) if applicable, preferably, a fiirlJjer series applying to the sequence Usfing part of the 
descdpition conunatcmg with ilie fiM sheet ciUM part 

Sectmi24IS 
Sequence Listings 

Any nucleotide and/or amino acid sequence listing ("sequence listing"), whej&w on paper or in 
electtonic foim, filed as part of the international application, or furnished together with Hiss 
international application or suteequHitly, sdiall comply with Annex C, 

Section 209 

Indkatiens as to Deposited Bloiogteal MatemI on a Sepai^te Sheet 

(a) To the esctent that any indication with respect to dq)05ited biologic^ mataial is not 
contained in the description, it may be given on a separate sheet. Whste any such indicatiott is so 
given, it shall preferably be on Form PCT/RO/134 and, if furnished at the time of filing, tiie said Form 
shaU, subject to paragr^h (b), preferably be attaAed to die request and lefcned to in die cteck list 
referred to in Rule 3.3{aXii). 

(b) For the purposes of designated Offices which have so notified the Inteinational Bureau under 
Rule 13Z>js.7(a), paragraph (a) apphes only if the said Form or sheet is ioduded as one of tl» sheets of 
tite description of the international a5)plication at the time of filing. 
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EXHIBIT D 



f^«i3P£^rY S^^S'-**^ EF-i^KVl^ 




wipQ international Tresttss 



Regylatlons under the PCT 



Unity of mwanHon 

■T^^e Jntematksifis^ appsicaiiari shall relate tc one Invention only orto a group of tiwanBons so linked astoferm a s»)g.e 
geneai inventive conc^i ("iBguireiiTiasst tsf isnity erf invention'). 

Where a group of inverttoi^ is ciaimed in one and the same irstemaaonai appiication, the requirement of unay of 
iwention referred to in Ru \» 13.1 shaH be fuSnetl only when theis Is a technical r^dinship among . 
inv^hnng one or more of the same ot corr^ponding ^adai SschnitaE featiirss. Te» expression ■ spetaal 1^1^ fe^ares 
Shan mean those Ss<*ntcal feafuiesthHt <l6flns a cwAibuSon wflwSi each of the clasned iRwerKians. consHderea ^ a 
whoie, sTsskes ovsr the prior art 

13^ DBtmminaik>ri of Unity of mvonSkm Nat Ami:iBd by Merino of CS&tning ^jik^ 
The determinaSon whether a groiip isf Invaniions fs so iinReiJ as to ftxRi a ssti^s gaienaf mv^mlve ccncep* aiM t>e 
snade wilhoui regard to wii3!her *8 inronajnB are ciaimeti in sapaala dsams or s» aSHnaoves wSWn a sngia aaim. 

13.4 DBpeiadentClahns 

SiAjes to RuisJ it shall be psimitted to incfuda in the same intematiojial appJication a rraisonaWe ninrJwr of 
dependent ciiartis, deimhg spscScfc^ of Sie inventicn cfaimed in an ir)dep«(MjK)l eialm, even whera fhs Saatiaies Of 
any depsnderrt elaim could bs considered as cortsefuMng in ewneafras st InvBiSon. 

1 3.5 UiStiy Models 

Arn^ designated State irt which the gr«f!t <sf a ufiiity model is sought on Sie basts an irjternatiortal appHcabcri may, 
ifiaead of Rulea n l to IM appfy in rssoect of the maSess regulated in tfsoss Huies the provisiffita of its natfonal lew 
cofwemifg utiiity fPtsdeSs once the orocessing of tha intamaflDsial application has startsd « Biat State, providad tftat the 
appliCffiishai! bs allowed at least tuyo .montiis frsm tKe expiratioft of the tlma ianftaHJiicable under Acfijla^ to adapt hie 
spplicstion to tha requiremants of Wis said proc.'i^ons of ths nationai law. 



Tt^s. of 0«i^^. 
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EXHIBIT E 

UNTTY OF INVEOTIQN 

(a) Unify of Invenfioii. Rule 13.1 deals with ftp requiranent of unity of inv^tfion and states 
the principle that an international appUcation should relate to only one invaitioQ or, if there is more 
than one invention, that the inckisioii of those inventions in one international application is only 
pennitted if all inwntioais are so linked as to fijtma sia^e general invaitive concept 

(b) Technical RfOationsiiip. Rule 13.2 defines the method fisr detennining whedieT the 
requirement of tmily of invention is satisfied in respect of a group of inveations ckmned m an 
international application. Unity of invention exists only when there is a technical idationship among 
die claimed invsiHtions involvmg one or more of the same or corresponding "special technical 
features". The expiSsBsioE "special technical featwres" is defined in Ride 13JZ as meaning those 
technical features tii^ define a contribution which each of the hrveations, considaed as a wlwle, 
makes over the prior ait. The determination is made on die contents of the claims as interpreted in 
light of tiie description and drawings <if any). 

(c) Independent ^d Dependent Claims. Unity of invention has to be considaed m the first 
place otdy in relation to tiie independent claims in an intematioml ^licatioji md not the dependeait 
claims. By "dependent ckun is meant a claim which contains all the features of anotherdaiai and is 
in the same category of daim as that other claim (flie expre^ion "category of claim" referring to tie 
dassificatiaa of clffluss according to fee subject matter of the invention daimed— for sxan^le, 
product, process, use ot apparatus or means, etc.). 

(i) If Ae independent claims avoid the prior art and satisfy the reqairanfflit of unity of 
raventian, no problem of lade of unity arises in respect of any claims tiiat depend on the independait 
claims- In particular, it does not matter if a depmlent claim itself contains a furtha mvention. 
Equally, no piobim arises in the case of a genus/spedes sitoaiion whae the gesius clahn avoids the 
prior art Moreover, no problem arises in the case of a comMnaticsi/subcombination situation where 
the snlKombinalion claim avoids ftie prior art and the combination claim includes all the features of 
tiie sufacambinatioo. 

(ii) If, however, an independent claim does not avoid the prior ait, then the question 
whether tiiere is' still an inventive link betweaa all the claims dqjendent on that claim needs to be 
carefiilly considered EF there is no link resraiiriiig, an objection of lade of unity aposteriori (that is, 
arising only after assessment of tite prior art) may be raised. Similar considaations ^ipfy in tte case 
of a genus/species or combination/subcorobination situation. 

(iii) This method for determming wheiflier unity of invsitiodi exists is intended to be a^}k& 
even before the commencement of the international search. Where a seareh of the prior art is made, 
an initiai determination of unity of invention, trased on the assungition that the claims avoid the prior 
ait, may be reconsidered on the basis of the results of the search of the prior art 

(d) inustratifflis of Particular Sitaatioiis. There are three particular situations for Ts*ich the 
metlMjd for detmraning unity of itivention contained ia Rule 13.2 is expiamed in greater detail: 

(i) combioationsofdiffereQt categories of claims; 

(ii) so-called "Markuah practice"; and 
(ill) intenuediaite and final products. 

Principles for the interpretation of the method contained in Rule 13.2, in the context of eada of 
those situations are set out below. It is nndetstood that the principles set oat below are. in all 
instances, intapretations of and not exceiptifflis to the teqairements of Rule 13.2. 

Examples to assist m undearatanding the mteipd^tion on the toee ares of spedal craicBm 
refrared to m the preceding paragraph are set out below. 
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(e) Combinatiflns of Different Categories «f aahns. The meftod for detemraiiiig raoity of 
inventioii under Rule 13.2 shaU be constmed as penmtting, m particular, fte inclusion of any one of 
the fonowing coDobinations of claims of differesot categories in the same international ^plicatba: 

(i) In addition to an indepeaident claim for a given product, an independeait cimm for a 
process specially adapted for the manufacture of the ssdd product, and an indepaident 
cl^m for a use of the said product, or 

(ii) in addition to an indepeaident claim for a given process, an indepeaident claim for an 
apparatus or means speaficalty designed for carrying out the said process, or 

(iii) in addition to an iadependeiit claim for a given product, an independfiot claim ffar a 
process spedally adapted for the maai^icttire of the said product and an mdependcait 
claim for an apparatus or means specifically desagned fiw catiying out the said process, 

it being undeistoodliiat apiocess is specially adapted for the manufectote of a product if it ihherenliy 
results in the product and that an E^tpatatus or means is specificaify designed for carrying out a 
process if the contiibntioai over 4e prior art of the ^pmtus or means conesponds to the oontiibatian 
the piocess makes o^r ibR piioc art. 

Thus, a process shall be considejed to be specially adapted for the raanufectJire of a product if 
the claimed process inherenfly results in the claimed product with the technical relatianship bemg 
presesnt between the claimed paoduct and claimed proems. The words "specially adapted" ate not 
intended to in^ly that the praduct could not also be manufactared by a diffaent process. 

Also an apparatus or means shall be considered to be "^ifically designed for carrying out" a 
claimed proce^ if the confnTjution over fte prior art of die apparatas rar means corresponds to the 
contribution the process makes over the prior art Consequently, it would not be sufficient Uiat the 
appfflcatos or means is msely capable of being used in carrying out the claimed process. However, the 
ejspiBssion "specifically designed" does not imply that &e apparatus or means could not be used for 
carrying out another process, nor that the process coald not be catxied craf using an altamlive 
apparatus or means. 

(f) "Markiish Practice." The sitoMion involving the go-eaUed "Wtadaish practice" wherem a 
single claim defines alternatives (chemical or non-chemical) is also governed by Raie 13.2. In this 
special situation, the lequffsneot of a tacimicai iateireMaaship and ttie same or correspc3!0ding 
special technical ffe^unss as defflied in Rule 132, shall be ooisidered to be met whan the alternatives 
ate of a similar nature. 

(0 When the MMmsh groapmg is for alt^nativM of dwmical compounds, they diall be 
regarded as being of a suuilar nature yib.&» the follOTring criteria are fidfillod: 
(A) aU alternatives have a coiimionpiroiKxtycH: activity, and 

(BXl) a ccfflHom structoe is present, i.e., a significant strudraal element is sQiased hy 
ail of liie alternatives, or 

(BX2) in cases where the common structure Cfflmot be the unifying criteda, all 
alteaxiatives belong to a lecognized class of dt^cal conqwunds in the art to 
wMdh die mvention perteins. 
(ii) hi paragraph (f}(iXB)(I), above, flie words "significant stnu^iral element is shared fay 
all of the altsiuatives" refer to cases where the wanpounds diare a coanmon chemical structure which 
occupies a large portioa of their structures, or in case the congjouuds have in common only a small 
portion of liieir structures, the commonly shaied structttte constitutes a stmcluially distinctive portion 
in view of existing prior art, ansd fee commoa stmctore is esseatial to flie commoa pic^iaiy ex activfly. 
The structural element m^ be a single oomponeot or a comtrination of individual oomponents linked 



(iii) In paragraph {fXi)CBX2), above, the wards "recognized class of cfeonical compounds" 
mean that tiete is an expectation from the knowledge m the art that members of the class will behave 
in the same way in the contest of the clauned invention, hi otlier words, each member could be 
substituted one for the other, with liie expectatioa ibat die same intended result would be adiieved. 
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EXHIBIT 
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wiK) IntematlonaE Treaties 

Patent Cooperation Treaty 

ArtktlciZ? 
National Reqi!lra»ie»t6 

(■! 5 No national law shaii reqiiire compiiancs with raqtiiiiements fBlating to Sis ftHm or oonteife of the IfaemaScsial 

aj^iication differant from or additional to tfiose wfiich are provided for in thte TreSy snd tne RsguteBons. 
ay Tire provisicns of csSiiiatagri f1i neither Efliect the appSc^on Of the provisions of Alfi^ JZg) Kir pracludft aiiy^ 
' national law ftcm requirir^ronea Bra processing of fhs mferraflicnal appicBllon )iae ssarted in the dasignatsd CSHce, 

0) wherr the appicant is a iegal entity, of tiie name of an officer entiasd to nepresent sii(* t^al 
(ii) of documents not r>art of «ie internatona! appiicaSon but wiiicti con^itule proof of aliegattons or slstemsd? 
made iri that spfSication , indircfing Sie corvfirmation of t!ie international appUcsi»n ijy the agni^re of the 
spplirantwheo tnat aoplicatlon, asfilsd, was sigEied by he reprasantaBveoragsrt. 
f3) Wl^Bra me appiiesit. for the purposes of any designated State, is not qu^lSsd accoKflng the natronai law srf ffi^ 
State to file a national appiicaiion bscause he is not the inventor, the imtemBtfaira! appBcatton may oa rsoactsd 1^ ffia 
designated Office. 

(4) Where tba nationa! law provittes, in respect of the fonn or contents of nafenal appltcalfors, for fequirefr-errts witiicn, 
fttwn 8i6 viewpoint cf applicants, we more tevorabis Ifian tfse requtrements pro\*!ed for by this Treaty and the 
R^Lifations iti respect of Internationa! i^splications, the national Office, the courts and any other competwit organs of 
or acting for tne dssigrsatsd State may appiy the fcrnser raquirejiianls, instead of the fatter requlrsnnerrta, 1c 
li^amational applicsSons, except whae tha' applicant InsisS that the recjuirBsnsnts provided for by this Treaty and the 
RegLilHtiDns bei applied to nis sitGrn^ional appikiaifon. 

(5} Nothing in this TreiJly iind &ie Regulations is Brtended to be canstmed as prsscrfcing anything thai wwjH Hml* *fw 
freedom of aach Contractir^ SMte to priescnbe such siittaantivs condmons of patani^Bity as iC desfnes. in parlKUiar, 
any prcsvisicn in this Treaty and the Reguiattons concerning the definition of priw art Is sxclusivsly for she purposas of 
flie Bitetnational procedure snd, consequently, any Contracting State is fr«B ft) apjjly, wiian dstsmrSng the 
pateati^iiity erf an invention olsirrsd in an tt^stnatkjnat ijppiication, ttie critsrls of its national law in iras{»ct of pncH- art 
3fid otr*r KsndiSions of pstentflbiiay not constituting reqiiiremw-tS ss to the frami and Ciontents of aRsSicatiofifi. 

(6) The natianai iaw may require thai She applicant furnish evidence in respect of any aJbstarstivB condBlon Of 
patsntai/ilitv presa=S>ed by such law. 

(?) Any receiving Office or, onca ttte processing of the intwnations! appiloaBon ttas started in aie dssi^aled OUnca, that 
' Office may apoly the nationai law as far as It reSatss to siy sBquiTBmant that the applicant i>e reprasantsd by an agent 
having Sse right to raprasent appiicanis b^re the said Office and/or aiatthe applicant Jave an address in the 
designated StHtfi Storthe purpose of receiving notiffeattons. 

(8 i hfo«iing in this Trea^' and tne Regulations Is interided to be construed as iknMfig tiw (reedom of any Contraeong 
State to appfy ineasHres deemed necessary for the presservaSon tff its jsSonal saeurily or to iinnit, for the protecton of 
fte general economic IrttasBsts of that State, file right at Us awn reaidenits or nationals to (Be lEitemalBHi^ 
apfriiccitions. 
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133. What is permitted under the "Marfcas* Practice'^ Rule 13.2 also go'vctns die 
"Maiktffih laractice" wherem a satigk claim defines altomativcs of an invetHioi^Ha common 
drajfting practice for inventions in the chankal ficR fa this special situation, flie reqiarement 
of a technical intetrelatioiiship and die same or oartespcaidiiig special tEchnical features m 
defined in Ride 13.2, is cansideced to be met iwhea fiie altemadves are of a siiuilar natme, 

134. WhentiKMatbJBh^oxjptngisfiwaltemathrraof*^^ 

as being of a sainilar nature where Ihc foQowitig criteria are fiilfiHed: 

(i) allattomtiveshaveaaionnonpanperiyoracti^ 

(H) (a) a commcai slnictute is present— liiat is, a fdgnificaKt structural ekmait is shared 
by an of the alternatives, or 

(b) in cases \*berc ttie comtooa staictme cannot be tiie unifying oitetia, all 
alfesnatives Mong to a nwognized class of chemical conoqpoimds in the art to 
wbkdi tlie inventloa pertains. 

135. When dealing wiih altCTnatives, if it can be shown Qiat at least one Madflislt altenmtive is 
not novel over liie prior art, the qucstitMi of unity of invention will be leconsidCTed by ihe 
eKaminer. R£considerati<Hi does not necessarily iinply liiM an obj ection of lack of nnity will be 
raised. 

136. Can both intenuediate and final products be claimed? The situation involving 
intermediate and final products is ^so governed by Rule 13.2- The term "intermediate" is 
intended to nKanintcnnediatc or starting piadicfs. Suchprod»ctshairedieabi%tobevi8edto 
p-odace final products ijirou^ a physical or chemical diaoge in w4iich the mtermediate loses its 
identity. Unity of invention should be considered to be present in the context of intennediate 
and final products where the followir^ two conditions are fiilfiiled: 

(i) die intermediate and final products have llie same essential structiBal elemmt, in tliat: 

(a) &e basic chemical sfructores of the intem^di^ and die final products are the 
same, or 

(ii) die chemical stnictines of tiK two products are technically closely inteirelaied, the 
iipemiediate incorporating an essettdal stmctural element into the final product, 
and 

(ii) the interinediate and finfd products an techcicalfy intenelate^ tliis 

final product is manufectured directly frcm the intermedialE or is sepMated firom it by a smaD. 
number of intermediates all containkig the same essential stuctoral element 

137. Unity of inventioa may also be considered to be present between intermediate and fmal 
products of wfaidi the structures are not known — for example, as between an intennediate 
having aknomi structure and a final piodnct the stroctuie of wUch is not known, or as between 
aa intennediate of nnkaown structure and a final prodnct of unknown amcture. Ih order to 
satisfy unity in such cases, there must be suiScient evidence to lead one to conclude iJiat the 
intermediate and final products are technicaliy closely interreiaed as, fiar examjjle, when the 
intennediate contains lie same essodial element as the final product or incorporates an essoitial 
element into the final product. 

Artie!e2(x) 138. An iiSeniatioiiffll appHcation wMcih compUes with the unity of invention lequi^ 

down in Ride 13 most be accepted by all tiie desigaated and elected Offices, since Article 27(1) 
does not allow any national law (ts defimd in Article 2(x)) to require con^pl^snce widi 
lequiiements lelatinig to fiie contents of the intemBtional application difiGerent ftom or additional 
to those provided finr in I2ie PCT. 

Rurell 139. What are the physical requireiaents for the dainis? The pli^sical requirements aiel3be 

fi-^ta) same as those fcr ttte description as outlined in pat^^h 120. Note that the claims waist 
commence on a new sheet 
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